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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 09 November 2006 . 
2a)S This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-3 and 5-8 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 1-3 and 5-8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 0 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Obviousness Rejection 

♦ 

Claims 1-3 and 5-8 were rejected under 35 USC 103(a) as being unpatentable 
over Rice (USP 5,589,160) in view of Muhler et al (USP 4,108,979). 
This rejection is maintained. 
Applicant argues: 

[T]here is simply no teaching or suggestion in Rice to use talc as an additional 
abrasive. The fact that the prior art could be modified so as to produce the claimed 
invention is not a basis for an obviousness rejection unless the prior art suggested the 
desirability of such a modification. In re Gordon , 733 F.2d 900, 902, 221 USPQ 1 125 
(Fed. Cir. 1984). 'We do not 'pick and choose among the individual elements of assorted 
prior art references to recreate the claimed invention,', but rather, we look 'for some 
teaching or suggestion in the references to support their use in the particular claimed 
combination.' Symbol Technologies, Inc. v. Opticon, Inc. , 935 F.2d 1569, 1576, 19 
USPQ2d 1241 (Fed. Cir. 1991). (Remarks, page 5, paragraph 2). 

The examiner does not agree. 

Applicant has cited case law relating to 1) an apparatus which might be turned 
upside down ( Gordon ) and 2) a scanning device claimed in means plus function terms 
( Symbol Technologies) . Such fact situations are far removed from those of the Sinclair 
and Leshin decisions cited by the examiner in the previous Office action at page 4, 
paragraph 2. The latter decisions support the obviousness of selecting a known ingredient 
for its known function in a composition ; as outlined by the reasoning of those decisions, 

* 

there is no requirement under such circumstances that the modification be "desirable". 
Talc is a known abrasive as taught by Muhler et al, hence it would have been obvious to 
have selected it as an additional abrasive as suggested by Rice. The fact that Muhler et al 
might use talc to provide aluminum ions with a compatible abrasive and to have 
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aluminum replace fluoride as the provider of anticariogenic benefit, which is not a 
problem with the Rice formulations (remarks, paragraph bridging pages 4 and 5), would 
not negate the rationale for obviousness provided by the reasoning of the Sinclair and 
Leshin decisons. 

The examiner notes that related case law similarly holds that it is obvious to 
combine individually known ingredients to be used for the same purpose (here talc and 
silica, each individually known as a dental abrasive). Again, whether the combination 
"could" be done, or whether it would be "desirable", is irrelevant in such fact situations; 
the idea (= motivation) for combining them flows logically from their having been 
individually taught in the prior art . See, In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 
1069,1072 (CCPA 1980); In re Crockett , 279 F.2d 274, 126 USPQ 186 (CCPA 1960). 

Action is Final 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
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advisory action. In no event, however, will the statutory period for reply expire later than 

t 

SIX MONTHS from the mailing date of this final action. 



Correspondence 

Any inquiry concerning this communication or earlier communications from the 

* 

examiner should be directed to Frederick Krass whose telephone number is (571) 272- 
0580. The examiner can normally be reached at (571) 272-0580 on Monday through 

* 

* 

Friday from 9:30AM to 6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel, can be reached at (571) 272-0718. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

Frederick Krass 
Primary Examiner 
Art Unit 1614 > 



